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This examiner's report concerns the above identified application.  To avoid abandonment proceedings, a proper response must be received by this office by February 11, 2012.  All correspondence respecting this application must indicate the file number.
Thank you for your correspondence of June 7, 2011.

The revised application has been placed on file and your comments have been carefully considered.

The Examiner has recorded and accepted the amendment to the statement of services.

However, notwithstanding your comments which have been carefully considered, the objections raised pursuant to Paragraph 12(1)(e) of the Trade-marks Act are maintained.

With respect to your comments regarding the fact that the applicant’s mark is not “scandalous, obscene or immoral” the Examiner respectfully disagrees. The applicant’s contention that the appearance of “Nazi” in the media, as a possible nickname for former Canuck NHL superstar Marcus Naslund and as the Swahili word for “coconut” does not deter from the impact this term carries for a not insignificant segment of the Canadian public who would view the use of the term NAZI in the subject mark as offensive. The applicant’s mark has clearly laid out each element to convey the message of “NOZI” as being phonetically similar to “NAZI” with the word London imprinted within the letter “Z”. Based on the mark’s appearance it would be difficult, if not impossible, to have any alternative interpretation for the mark as per its meaning other than “NAZI LONDON”.

In terms of assessing confusion with the prohibited mark No. 919,978, it is respectfully submitted that the aspects as stated in Section 6(5)(e) of the Trade-marks Act (i.e. in appearance or the ideas suggested by them) should be weighed in applying the Section 9 test of first impression and imperfect recollection, as supported by the following cases:  Canadian Olympic Assn. v. B.P.S. Consultants Inc. (1992), 43 C.P.R. (3d) 572 (T.M.O.B.);  WWF-World Wide Fund for Nature v. 676166 Ontario Ltd. (1992), 44 C.P.R. (3d) 563 (T.M.O.B.);  Ontario v. MacMillan (1994), 54 C.P.R. (3d) 157 (T.M.O.B.). TC \l1 "
It is also respectfully submitted that the test of resemblance with respect to official marks must also have regard to imperfect recollection.  The test in order to determine whether a mark so nearly resembles a Section 9 prohibited mark so as to be likely to be mistaken therefore was enunciated by Mr. Justice Rothstein in Canadian Olympic Association v. Health Care Employees Union of Alberta (1992), 46 C.P.R. (3d) and cited with approval in Big Sisters Association of Ontario v. Big Brothers of Canada (1997) 75 C.P.R. (3d) 177:

“The question must be determined in the context of whether a person, who, on a first impression, knowing of one mark only and having an imperfect recollection of it, would likely be deceived or confused”.

The test therefore requires consideration of more circumstances than the “straight comparison” test.  In view of the foregoing, consideration should be given to the degree of resemblance in appearance or in the idea suggested.

The test does not allow, however, for consideration of all the circumstances under section 6(5) of the Trade-marks Act, and thus the nature of the wares and/or services are not relevant circumstances for the purposes of confusion between an Official Mark and a regular mark.  In this respect, your attention is directed to Canadian Olympic Association v. Jack G. McIntyre Inc. (1988) 21 C.P.R. (3d) 58 where at p.62 the Opposition Board member stated:

“While the applicant further submitted that the wares associated with its trade mark application would never be associated by the public with the sporting activities surrounding the Olympic Games, the test under s. 9(1)(n)(iii) is restricted to resemblance between the opponent’s official mark and the applicant’s trade-mark: see The Queen v. Kruger (1978), 44 C.P.R. (2d) 135.”

The applicant has submitted in previous correspondence that the applied-for trade-mark and the cited mark look sufficiently different and create distinctly different impressions, so that one mark cannot be mistaken for another. Further to that, the applicant did submit that the “NOZI” mark was inspired by the 2012 London Olympic Logo, but stated that they could not be confused as the “NOZI” mark did not include an element identical to any in the Canadian Olympic Committee mark No. 919,978 (also known as the 2012 London Olympic Logo). 

In all these respects, the Examiner respectfully disagrees. The applied-for trade-mark and the official mark appear to be quite similar in that the “NOZI” mark has merely taken the characters as they appear in the Canadian Olympic Committee mark No. 919,978 and configured them to portray a very clear message the applicant intended. There were very minor differences existing between the applicant’s mark and the prohibited mark No. 919,978, which would be that the olympic rings are now replaced with a hole to create the letter “O”. As such, it is considered that the “NOZI” mark of the applicant and the prohibited mark No. 919,978 would be interpreted the same way as per their source. 

The applicant’s assessment that consent according to Section 9(2) of the Trade-marks Act has been provided through an implied understanding with CIPO’s Commissioner of Patents acting as an agent of Her Majesty does not apply in this circumstance. Under Section 9(2)(a) of the Trade-marks Act, consent is recognized in subsection (1) with the consent of Her Majesty or such other person, society, authority or organization as may be considered to have been intended to be protected by this section. The prohibited mark No. 919,978 is held by the Canadian Olympic Committee and as required within the guidelines provided to Examiners under Section 9 of the Trade-marks Act, consent to be recognized must come directly from the pubic authority owning the mark and not from any other party.
Furthermore, the discussions and possible correspondence that may have ensued between the Commissioner of Patents, Mary Carmen and the applicant are of little assistance to the Examiner in reaching a decision contrary to the one put forth in regards to this application. Without an implicit directive of CIPO and/or the Office of the Commissioner of Patents to request the Examiner alter his decision, there would be no other option available to the Examiner aside from following the guidelines established by the Trade-marks Act and the rules and regulations pertaining to their interpretation.      

For the reasons stated above, the objection raised pursuant to Paragraph 12(1)(e) of the Trade-marks Act is maintained since both the applied-for trade-mark and the official mark have a high degree of resemblance in appearance as to be likely mistaken therefore.

You are further advised that this application may be refused under subsection 37(1) of the Act, if your next response does not overcome the aforesaid objections.

Any comments you may wish to submit will receive consideration.

If the applicant/agent has any questions or needs assistance in responding to this Office action, please telephone the assigned examiner.

Yours truly,

Richard Bellefeuille

Examination Section

819-921-1297

fax: 819-953-2476
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